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The current situation with European patents
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 Central application, examination and grant by the European Patent Office (EPO)
* Covers up to 44 territories
* Cheaper and more efficient than separate national filings

* Once granted the EP patent reverts to a bundle of separate national
Patents
* i.e. each must be litigated nationally

* A 9-month opposition period exists for central revocation
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Some key definitions... EELTESE

* A Unitary Patent (UP) is a single validation of a granted EPO patent
having effect in all EU states participating in the UP/UPC system
B —4%EF (UP) [X. BRI fF#JFF“(EPO)h\H%?’é% 0)##%‘?&
UP/UPCHIEIZS T 522 THEUMBREIZHIAEE TS

* The Unified Patent Court (UPC) is a new court system that will have
exclusive competence for litigation of UPs, and for traditionally-
validated European patents (in participating EU states) that have not
been opted-out
‘fi‘f FeEFECHIFT (UPC) IE, UP IZTMZ, AT R 7 7 hLTLVRL
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Which states are participating in the new
UP/UPC system? UP/UPC #r#lE D% EH

Up to 44 states covered by EPO gpplication 17 states currently in UP/UPC system
EPOHHFEIF R KRA44DEZEH/\— UP/UPCHIEIFIRFE17HE
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http://www.epo.org

Which states are participating in the new UP/UPC system?
UP/UPCSINE

24 of the current European Union (EU) states are expected to take part

DN ES (EV) MBE DL 24HENSMFE
 Each state needs to formally ratify the UPC agreement
ZEHIUPCEHEZERICHALLZFNILASAL
e #it 4 E: Austria, Belgium, BuI%aria, Denmark, Estonia, Finland, France, Italy, Latvia, Lithuania,
Luxembourg, Malta, Netherlands, Portugal, Slovenia, Sweden (16)
° FHIAHLA: German\é
» kit #: Cyprus, Czechia, Greece, Hungary, Ireland, Romania, Slovakia (7)

* Some EU member states are not taking part
EUINBEE®OA S mME Spain, Croatia, Poland
* Non-EU states cannot take part

EUSEMBEE IESMTELL _ _ _ _
* United Kingdom, Switzerland, Norway, Albania, Iceland, Liechtenstein, Macedonia, Monaco,
San Marino, Serbia, Turkey
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When is the UPC agreement entering into force?

UPC1# E(it\o%s&ﬂéfné ?

* Expected start date early 2023 — currently in set-up phase
BAIAF E(£2023F M58 - RAE YT VT ERE

* EPO applications will shortly be able to grant with the new option of
‘unitary validation' (leading to Unitary Patents)

EPORAITF LG, BEBFD/N\)T—ay (FHFEME) HRED—DD:=ERRELT
BRI B — 55T (UP) DFBIRMAIREE AW FET

e Patent infringement and validity will be heard by the Unified Patent

Court (UPC
YEFRE - AU —FEr &R (UPO) IR TEEEINFT
* UPC will have exclusive jurisdiction over Unitary Patents
Includes a Court of First Instance and a Court of Appeal

UPCIFXUPIZXIL ., E—F 1R ICHH G EEEZBLET
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The Unitar
Patent (UPY
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* No choice of states and cannot be split — the UP covers all the UPC states
that are available at the date of grant of the European patent
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* Cannot add more states later, e.g., if further states ratify the
UPC agreement
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Choices at EP validation stage

EPEFRIF D1EIRA%

Application
Filed with
EPO
EPLHEE

Pre-Grant
EPO
Procedure
Epé %E%)b

Traditional Validation kB0 EMLFHE

Validation in each desired EPC state
I BEPCHINEEENADERBI DB EimE

Patent

Granted
e =t

Unitary Patent B—i%F

Request for Unitary Effect in participating EU states
UPICEHN9 3EUNNEEENOE —RFEFE3MEEREE

Combined Approach #E#xaher7I0-F

Request for Unitary Effect in participating EU states
and
Validation in any other desired EPC states

UP(CENN9 SEUNNEEENDE — 45585 LEREE
HLY
tOEFRALENDFFFBEIMEFHiiE
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* If in English, the patent must be translated into another EU language
« If in French or German, the patent must be translated into English

* No official validation fees
* In contrast, for validation of a traditional EP patent:

* Some states (e.g., AT, IT, PT) require full translation of granted patent

* Some states (e.g., DK, NL, SE) require translation of the claims

* Some states (e.g., FR, DE, IE) require no additional translation

* Some states charge additional official fees / page fees etc. for validation
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Infringement and validity ZRERLVEZR
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* Currently:

* Apart from EPO opposition, validity can only be challenged in the national courts of each state
* Infringement handled in each national court

* Unitary Patent:

* Apart from EPO opposition, validity of Unitary Patent (for all available UP states) falls under the jurisdiction of the Unified Patent Court
(UPC)

* Infringement (for all available UP states) falls under the jurisdiction of the UPC
* Opt-out not available if Unitary Patent has been selected
* National litigation not possible for Unitary Patent

" Y Mathys&Squire



SummarZI_ of advantages of the Unitary Patent
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* Single renewal fee for 17+ countries
(cheaper than existing national validations if 4+ countries needed)
* Less complexity and costs due to one single point of
representation
* Only one additional complete translation required (in another official language)
* Applicant gets more countries than they may otherwise have
chosen, “for free” — this may cover future markets
 Centralised enforcement (at the UPC), rather than separate
national courts
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S‘ummarxl_ of disadvantages of the Unitary Patent
A —FETORERT FEDH
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* (Centralised enforcement (at the UPC), rather than separate national courts)
* Susceptible to centralised revocation (at the UPC), rather than

separate national courts

* Inflexible — territorial scope cannot be reduced

* Single renewal fee may be higher than existing national

validations if only a few countries are needed

* |nitial translation cost (into one other official language) may be

unattractive if only a few countries are needed
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Do | want a Unitary Patent?
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* Probably yes
* if you want to obtain and maintain your European patent in lots of countries at a reduced cost

* Probably not
* if you usually only validate your European patents in a small number of countries

* Maybe
* depending on your opinion of the Unified Patent Court
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When do | need to decide?

BH—1ErDEREFHIEILND?

@ EPHFEF T ERICE—HEF (UP) RN TES
-FFEFE D15 A LLIRICUPZEER
N FEOERNFHSHRLIVLEVDOTEIE

® 2023¢$ﬂ;ﬁa,b\bhéupciﬁia>%§w B U RICREF T 5SS SEPTEF (S
UPD:ER AV AT EE

v

* The option to select a Unitary Patent is made when a patent is granted by the EPO
* selection of UP must be done within 1 month after the grant date
* NB, this is earlier than the deadline for national validation in individual states

* The UP option will be available for any EP patent that has a grant date on or after the date the UPC
agreement enters into force, likely early 2023
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The sunrise period Y254 X EAMH]
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* The EPO wants to “support users in an early uptake of the Unitary Patent”
* transitional options to make the UP available for some cases that would otherwise grant too soon for the UP start
date
* available between the date on which Germany deposits its ratification, and the date 3-4 months later when the
UP/UPC enter into force

* Option 1 = File early request for UP

» Option 2 = Request a delay in the decision to grant, so that the UP option will be available at the date of grant

* If you are keen to use the UP option, you may also want to consider other procedural options to delay the grant date
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The Unified
Patent Court

(UPC)
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UPC jurisdiction UPCOD'EEE
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* Unified Patent Court will have exclusive competence for all “Unitary

Patent” cases

* Assuming no opt-out has been requested, all patents granted by the EPO
will fall under the jurisdiction of the UPC in relation to those states that are
party to the UPC

* includes all EP patents already granted

 even if you validate in only some individual states via the traditional route
* UPC will make central decisions covering the patent in all the UPC member
states where the patent is in force

18 Y Mathys &Squire



The Court HiHIFR

I

CJEU l _
| — L Z @R - oo =
I Requests for preliminary rulings :CJEU [S&OEIAIHT R EDEER
' with respect to Union law |

Court of Appeal

PEERE IR LY T ILY)
Luxembourg

. . = legally qualified judge
Court of First Instance S48 2 |

Local Central Regional O - technically qualified judge
divisions division divisions BT REFIE

-------------------------------------------------------------------------------------------------------------------------------

BEFRE-hEtE 22— — YRR YT v S

* https://www.epo.org/law-practice/unitary/upc.html
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https://www.epo.org/law-practice/unitary/upc.html

The Divisions ZBPH

Central Division
R Ep

? — Life Sciences

XRIE - EafE
Munich — Mechanical
Engineering
SaAY -HEEIE

Paris — Electronics

NY-xTLorO=oR

Local/Regional
Division
Hh 75 &R /3t 120 B
where infringement
occurred
or
defendant
domiciled
R R i

HBALE
WE D EEH

* Declaration of non-infringement JFEENT

il

« Revocation actions BUHEREA

Language of the patent (English, French, or German — based on EPO)
##ﬂ#'-l:l V7= '{A 'ﬁ’—EPO/CEﬁ(

* Infringement actions and preliminary injunctions
REFDLSLIVREL

»  Counterclaims for revocation with discretion to either:
BEICKDHEUHEFLRD KGR

- Proceed with revocatlon action
Hy/ﬁ nﬁ:u %ff}bo)

- Bifurcate
NEEEE

- Refer entire case to central division

EHEhEhREARS

“Local” language or agreed EU or EPO language
O—7)L EEE/ZIZEU, EPO LM HGE

20

*Local divisions M5}

Disseldorf, Munich, Mannheim, Hamburg — German & English
Paris — French & English

The Hague — Dutch & English

Brussels — Dutch & French & German & English
Milan — Italian & English

Helsinki — Finnish, Swedish & English
Copenhagen — Danish & English

Dublin — English

Vienna — German

Athens — Greek & English?

Ljubljana — Slovenian & English?

« Regional divisions 5 H&B

Nordic: SE, EE, LT, LV — Stockholm — English
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Representation before the UPC

UPCOD I

-

@ EP patent attorneys, including those in the UK, can represent you before the UPC

UK$FEF FE T2 2 TEP!
ELTEMETRE

SEPS:

g_

~% . UPCIZH[THRE

A

@ The nature of the proceedings will be very similar to the EPO opposition and appeal
proceedings

FHEDMEEIL, EPO DEEF
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Summary of advantages of the Unified Patent Court
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* Improved ease of use (enforcement)
* One infringement action effective in all UPC states
covered by the patent
* Predictable/uniform approach vs. different procedures
and characteristics of various national patent courts
* Relatively quick timeline
* New — no backlog
* Procedure in one language e.g. English
* Perhaps — patent friendly (?)

* Increased patent value
* UPC-wide remedies including damages and injunctions
* A bigger threat/deterrent to potential infringers

22
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Summary of disadvantages of the Unified Patent Court
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2 THEUMBETILEL (5] : SpainBSUPCIZAS1N)
EUIEMEEE (f5: UK, Switzerland etc.)

* Risk of central revocation

* Initially, increased uncertainty:
* New procedures
* New system
* No case law

» Cap on costs recovery

* Coverage is greatly improved, but not all Europe:

* Not all EU states (e.g. Spain not party to UPC)
* Non-EU states e.g. UK, Switzerland etc.
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Opting out
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Transitional period / opt-out  F{TEARM/ A7k
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* Transitional period of 7 years (possibly + another 7 years)
* During the transitional period:
* dual jurisdiction — actions may be taken at UPC or national courts
* possible for Proprietor to “opt-out” of UPC, except
* where “Unitary Patent” is selected
* after UPC proceedings have been initiated under the patent
* After the transitional period:
* opt-outs filed during transitional period remain in force
* new opt-outs no longer possible

* all non-opted out EP patents will fall under UPC jurisdiction for all UPC states
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Opt-out procedure AT FF7 RS
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* Separate opt-out required for each EP patent/application
* no official fee
* Sunrise period to allow early opt-out
* 3-4 month period before entry into force of UPC where patent holders can register an opt-out
* Opt-out not effective until it is registered
* if a UPC revocation action is filed by a third party before you opt-out then you are trapped in the UPC
system
* get all opt-out requests registered as early as possible before the end of the sunrise period

25 Y Mathys&Squire



Optingin A 7kA>
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 After a patent has been opted out, it can be opted back in at a later date
* as long as national proceedings have not been started

* You can only opt out once
* if you opt back in, that applies for the remaining life of the patent
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Opting out: co-owners/assignments
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. Appllcatlon for opt-out must be made by all owners of that patent in all UPC states
* the legally correct owner%) at that date, not necessarily the owner recorded on the EPO register/national registers
* all owners must act toget
* issue to consider in co-ownership agreements

e |If opt -out filed incorrectly, it may later be deemed invalid
* make sure you get it rig t!
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Inorout? ATrA?2ATETHOR?
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* Reasons to use the UPC
* single action to cover all infringing acts across whole UPC territory
* remedies and preliminary measures will apply across whole territory of UPC

* Reasons to opt out
* risk of central revocation
* uncertainty over new courts/judges

* Many companies contemplating a mix of approaches for different patents,
depending on their value and likelihood of litigation

* opt out valuable patents?

* opt back in later to enforce? 26 @ MathyS &Squ"..e



Copﬁlusions — things to do now
faam — T 9 NSL

@ RAY HEPHEF RV HEFHEZ AL .
c TNHLZEUPCOEETIZRLIZLAEIETERETL.
s FTRTINT REHERTET S

@ FFAISN TS, HLLIFFHFRIICGY ZESGEPH FAZ AL .
« B4R RIRT O ESDERETL.

« B ABINTEDLIICTT H120IC Ao DBENBENEINEIRET
(EPODEBIFEZFIAT 5. HA T SEDEBEZHFT 5F)

* Review your granted EP patents and applications
* Consider whether you want them to move

* Review any pending EP applications allowed or close to allowance
* Consider whether you will wish to make use of the Unitary Patent option

* Consider whether any action is needed to ensure that the UP option will be available
for your cases, e.g. use of EPO transitional measures or delaying grant

30
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Conclusions — things to do moving forward
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@ HEHRDRANLGEENDENEINEIRTT S
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* Consider whether long term changes to filing strategy are needed
e e.g. filing national applications in major European states
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Thank you.
Any questions?

-

Dr James Pitchford
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